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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )□ Responsive to communication(s) filed on . 

2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) fj_ is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 8J4 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) ^ The drawing(s) filed on 20 June 2005 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 



Priority 



1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 



Specification 



2. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 8, 9, 10 & 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Najafi et al. (US. 6,140,144). 

Regarding Claim 8, Najafi et al. disclose a sensor arrangement (e.g., sensor 
package, Abstract), comprising: 

• a semiconductor chip having a first surface (e.g., sensor chip, C6/L34, Fig. 1A 
(1)), which has a media-sensitive region (e.g., sensing element, C6/L35, Fig. 1A 
(4)) and 

• at least one, first, electrical contact surface (Fig. 1A (10)); 

• a support having a second surface (e.g., substrate, C6/L27, Fig. 1A (2)), which 
faces said first surface of said semiconductor chip (see Fig. 1 A), 

• has an opening (e.g., access hole, C6/L36, Fig. 1A (3)), which at least overlaps 
with said media-sensitive region, and 
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• at least one, second, electrical contact surface (e.g., metal pad, C6/L25, Fig. 1A 
(7)), which at least overlaps with said at least one, first, electrical contact surface; 
and 

• an anisotropic conductor (e.g., conductive polymers & underfill material, C6/L38 
& C6/L46, respectively, Fig. 2A (5) & (14), also see Fig. 2C & C7/L3-10), which is 
arranged between said support and said semiconductor chip and produces an 
electrically conducting connection between said at least one, first, contact 
surface and said at least one, second, contact surface, and 

• which has a traversing opening, which at least overlaps with the opening in said 
second surface, so that said media-sensitive region of said semiconductor 
opening is contactable through said opening (see Fig. 2A (3)) with an analyte, 
wherein: 

• said anisotropic conductor seals the region outside of said opening against 
contamination with the analyte (see Fig. 2C & C4/L49-61). 

Regarding limitations recited in Claim 8 which are directed to a manner of 
operating disclosed apparatus (e.g. "contactable through said opening with an analyte", 
"seals the region outside of said opening against contamination with the analyte"), it is 
noted that neither the manner of operating a disclosed device nor material or article 
worked upon further limit an apparatus claim. Said limitations do not differentiate 
apparatus claims from prior art. See MPEP § 21 1 4 and 2115. Further, it has been held 
that process limitations do not have patentable weight in an apparatus claim. See Ex 
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parte Thibault, 164 USPQ 666, 667 (Bd. App. 1969) that states "Expressions relating 
the apparatus to contents thereof and to an intended operation are of no significance in 
determining patentability of the apparatus claim." 



Regarding Claims 9-10, Najafi et al. disclose all of the claim limitations as set 
forth above. In addition, Najafi et al. disclose the sensor arrangement wherein: 

• said anisotropic conductor is elastic (e.g., conductive polymers & underfill 
material, C6/L38 & C6/L46-51, respectively); and 

• said elastic, anisotropic conductor comprises an elastic, insulating, organic 
layer with embedded, conductive particles, grains or filaments (e.g., 
conductive polymers & underfill material, C6/L38 & C6/L46-51, 
respectively). 

Regarding limitations recited in Claim 10 which are directed to specific properties 
of an anisotropic conductor recited in said claim, it is noted that once an anisotropic 
conductor is disclosed to comprise a material selected from the materials noted in the 
reference (C6/L38-40 & L46-51), it will, inherently, display recited properties. See 
MPEP§2112. 
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Regarding Claim 12, Najafi et al. disclose all of the claim limitations as set forth 
above. It is noted that the limitations recited in Claim 12 which are directed to a manner 
of operating disclosed apparatus (e.g. "such that the number of electrical contacts 
between the grains is insufficient to produce a continuous electrical conductivity", "by 
clamping of said elastic layer as a sealing element between said support and said 
semiconductor chip"), it is noted that neither the manner of operating a disclosed device 
nor material or article worked upon further limit an apparatus claim. Said limitations do 
not differentiate apparatus claims from prior art. See MPEP § 21 1 4 and 2115. Further, 
it has been held that process limitations do not have patentable weight in an apparatus 
claim. See Ex parte Thibault, 164 USPQ 666, 667 (Bd. App. 1969) that states 
"Expressions relating the apparatus to contents thereof and to an intended operation 
are of no significance in determining patentability of the apparatus claim." 



Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Najafi et 
al. (US. 6,140,144) as applied to claim 8 above. 

Regarding Claim 1 1 , Najafi et al. disclose all the claim limitations as set forth 
above. In addition, Najafi et al. disclose a conductive polymers & underfill material 
(C6/L38 & C6/L46, respectively, Fig. 2A (5) & (14), also see Fig. 2C & C7/L3-10). 
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However, Najafi et al. fail to disclose the material being a silicone layer with embedded 
gold filaments. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a silicone layer with embedded gold filaments as the 
conductive polymer material, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

9. Claims 1 3-1 4 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Najafi et al. (US. 6,140,144) as applied to claim 8 above, and further in view of Baxter et 
al. (US. 5,414,284). 

Regarding Claims 13 & 14, Najafi et al. disclose all the claim limitations as set 
forth above. In addition, Najafi et al. disclose the sensor arrangement wherein the 
semiconductor chip has a media-sensitive region (e.g., sensing element, C6/L35, Fig. 
1A (4)). However, Najafi et al. fail to disclose the specific material of the chip. 

Baxter et al. disclose a sensor arrangement (e.g., ion-sensitive field effect 
transistor, Abstract), comprising: 

• a semiconductor chip having a first surface (e.g., silicon substrate, C7/L45, Fig. 3 

(340)); 
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• said semiconductor chip has an ion-sensitive region (e.g., ion sensitive field 
effect transistor, C8/L15); and 

• said semiconductor chip is a pH sensor element or a redox sensor element (e.g., 
ion sensitive field effect transistor, C8/L15). 

Najafi et al. and Baxter et al. are analogous because these references are 
directed to microsensors. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to use an ion-sensitive region as the media sensitive material 
where the chip is a pH sensor element, as taught by Baxter et al. to the sensor 
arrangement, as taught by Najafi et al., since it has been held to be within the general 
skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. In re Leshin, 1 25 USPQ 416. 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Kamatsu et al. (US. 5,521 ,123), relevant reference; and 

• Knoll (US. 5,393,401), relevant reference. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dean Kwak whose telephone number is 571-270-7072. 
The examiner can normally be reached on M-TH, 7:30 am - 5 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Basia Ridley can be reached on 571-272-1453. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Tony G Soohoo/ 

Primary Examiner, Art Unit 1797 

AU4153TA 

04Dec08 
ID. K.I 

Examiner, Art Unit 4153 



